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DETAILED ACTION 



1 . Please note that the Examiner is making 3 separate sets of rejections. Each set 
of rejections is given its own title. 

Oath/Declaration 

2. The Oath is not signed. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

The USPTO "Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility" (Official Gazette notice of 22 November 2005), Annex IV, 
reads as follows: 

Nonfunctional descriptive material that does not constitute a statutory process, machine, manufacture 
or composition of matter and should be rejected under 35 U.S.C. Sec. 101. Certain types of descriptive 
material, such as music, literature, art, photographs and mere arrangements or compilations of facts or 
data, without any functional interrelationship is not a process, machine, manufacture or composition of 
matter. USPTO personnel should be prudent in applying the foregoing guidance. Nonfunctional 
descriptive material may be claimed in combination with other functional descriptive multi-media 
material on a computer-readable medium to provide the necessary functional and structural 
interrelationship to satisfy the requirements of 35 U.S.C. Sec. 101. The presence of the claimed 
nonfunctional descriptive material is not necessarily determinative of nonstatutory subject matter. For 
example, a computer that recognizes a particular grouping of musical notes read from memory and 
upon recognizing that particular sequence, causes another defined series of notes to be played, 
defines a functional interrelationship among that data and the computing processes performed when 
utilizing that data, and as such is statutory because it implements a statutory process. 

3. Claims 1-9 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter as follows. 
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Claim 1 recites a plurality of images and a video sequence which does not impart 
functionality to a computer or computing device, and is thus considered nonfunctional 
descriptive material. Such nonfunctional descriptive material, in the absence of a 
functional interrelationship with a computer, does not constitute a statutory process, 
machine, manufacture or composition of matter and is thus non-statutory per se. 

Claims 2-9 are rejected because they depend upon independent claim 1. 

Rejection 1 : 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Smith et al (6253210, referred to as "Smith" herein) in view of Qian et al. (6697506, 

referred to as "Qian" herein). 

Regarding claim 1, Smith discloses an atlas with a plurality of images (figure 6, 
item 610, column 5 lines 4-16 discloses an atlas which has plurality of medical images. 
Each medical image shows a different view) 

and at least one video sequence associated with at least one of the images of 
the atlas, said sequence comprising images expressing said characteristic (column 9 
lines 34-57 discloses associating a video with the atlas images). 
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Smith does not explicitly disclose displaying different grades of the body 
typology. 

Qian discloses displaying atlas images corresponding to different grades of at 
least one characteristic of body typology (see column 5 lines 35-57 and column 6 lines 
15-34 as it discloses displaying different grades of a body typology). 

It would have been obvious at the time of the invention to one of ordinary skill in 
the art to include in Smith a multiple image grades displaying means as taught by Qian. 
The reason for the combination is because it allows the operator to make a selection of 
the body typology by comparing it against multiple expert images. For motivation see 
Qian column 5 lines 52-57. 

Regarding claim 2, Smith discloses an atlas wherein the images of the atlas are 
electronic images suitable for being displayed on a screen (see figure 6 as it discloses 
displaying electronic images on a screen). 

Regarding claim 3, Smith discloses displaying the images simultaneously on a 
screen (figure 6 of Smith discloses displaying at least 4 images from an atlas). 

Regarding claim 4, Smith discloses that a fraction only of the images of the atlas 
is displayed simultaneously on a screen (column 9 lines 45-55 disclose that only images 
of the putamen are shown if the operator selects the putamen. The atlas has many 
images related to many medical images). 

Regarding claim 5, Smith discloses that at least one image of the atlas is 
displayed on a screen, and wherein the atlas is configured in such a manner that acting 
on a cursor enables the displayed image to be replaced by another image of the atlas 
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(see column 6 line 56 to column 7 line 30 and column 9 lines 48-57 discloses that a 
user is able to select an image and that image is replaced by another image or a 
sequence of images which makes a video). 

Regarding claim 6, Smith discloses that the images of the atlas are generated by 
morphing (see figures 3 and 4 and column 7 lines 3-37 discloses that images or 
morphed to fit patient data in the mapping engine). 

Regarding claim 7, Smith discloses including action buttons associated with the 
respective images of the atlas and enabling display of the corresponding video 
sequence to be triggered (see column 9 line 53 as it discloses a "play movie" button). 

Regarding claim 8, the examiner takes official notice that it would have been 
exceedingly obvious at the time of the invention to one of ordinary skill in the art at the 
time of the invention to include in Smith in view of Qian a means to associate audio to 
the video clips. The reason for the combination is because it makes for a more robust 
system that can play audio titles of the video clips and promote a better user interface. 
Also, please note that Smith already discloses audio and video clips in an atlas in 
column 5 lines 5-7. 

5. Claims 9-15, 17-34, 43-44 are rejected under 35 USC 103(a) as being 
unpatentable over Smith n view of Qian as applied to claim 1 above and in further view 
of Kenet et al. (5016173, referred to as "Kenet" herein). 

Regarding claim 9, the rejection of claim 1 discloses all aspects of claim 9 except 
it does not explicitly disclose using a camera to acquire an image. 
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Kenet discloses using a camera to capture an image (column 9 lines 40-63, 
disclose using a camera). 

It would have been obvious at the time of the invention to one of ordinary skill in 
the art to include in Smith and Qian a camera to acquire images as taught by Kenet. 
The reason for the combination is because a camera is the most common device used 
to acquire images. Further, both Smith and Qian disclose using electronic images. 

Regarding claim 10, Kenet discloses using different magnifications (see column 9 
lines 49-63). 

Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Smith in 
view of Qian in view of Kenet. 

Kenet discloses a magnification means on a camera. 

Kenet does not disclose expressly a magnification factor greater than equal to 20 

or 160. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to specify the magnification factor. Applicant has not disclosed that 
specifying the magnification provides an advantage, is used for a particular purpose or 
solves a stated problem. One of ordinary skill in the art, furthermore, would have 
expected Applicant's invention to perform equally well with any magnification level 
because the exact magnification does not alter the overall functionality of the system. 

Therefore, it would have been obvious to combine to one of ordinary skill in this 
art to modify the magnification level of Kenet to obtain the invention as specified in claim 
11. 
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Regarding claim 12, the examiner takes official notice that it would have been 
exceedingly obvious at the time of the invention to one of ordinary skill in the art to 
include in the combination of Smith, Qian and Kenet a push button that freezes an 
image. The reason is because Smith already discloses a buttons that are used to play 
video and it is very well known to have a button that results in an image being 
displayed. 

Regarding claim 13, please see figure 2, item 245 of Smith as it discloses a 
microprocessor. 

Claim14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Smith in 
view of Qian in view of Kenet. 

Smith discloses a video displaying means. 

Smith does not disclose expressly disclose that the video will last for 5 seconds. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to set the exact time length for the video to be displayed. Applicant has 
not disclosed that displaying the video for 5 seconds provides an advantage, is used for 
a particular purpose or solves a stated problem. One of ordinary skill in the art, 
furthermore, would have expected Applicant's invention to perform equally well with any 
time frame because the duration of video clip does not alter the overall functionality of 
the invention. 

Therefore, it would have been obvious to combine to one of ordinary skill in this 
art to modify the duration of the video of Smith to obtain the invention as specified in 
claim 14. 
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Regarding claim 15, Smith discloses a computer and any computer has a means 
of being turned off. Therefore, the user can interrupt the video by turning off the 
computer. 

Regarding claim 17, Kenet discloses an illumination means (see column 6 lines 

23-29) 

Regarding claim 18, Kenet discloses that the lighting can be selected between 
lighting of the following types: UV, IR, or visible light (see column 6 liens 2-23 as 
discloses IR and visible light). 

Regarding claims 19 and 20, the rejection of claim 10 discloses that the image 
does not have to be magnified and if the image is not magnified then the image display 
will be similar to the image coming from the camera. Also, the images are always 
associated with the images coming from the camera because the camera takes the 
images. 

Regarding claim 21 , the examiner notes that all images are frozen images. Non- 
frozen images are commonly referred to as video. 

Regarding claim 22, the examiner notes that the digital camera used by Kemet is 
capable of measuring many color magnitudes because all camera must be able to 
measure many color magnitudes. 

Regarding claim 23, the examiner notes that a camera must be able to measure 
skin color in order to produce a quality image. 

Regarding claim 24, Kenet discloses a printer in column 5 lines 5-9. 
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Regarding claim 25, Smith discloses that the processor means are configured to 
establish a diagnosis on the basis of at least one image selected from the atlas (see 
column 9 lines 2-33 as it discloses diagnostic means). 

Regarding claim 26, Smith discloses that all the information is sent to a remote 
point which is a computer. 

Regarding claims 27 and 28, Smith discloses using an atlas and diagnosing the 
type of body typology in the rejection of claim 25. 

Regarding claim 29, please see the rejection of claim 25 as it discloses all 
aspects of claim 29. 

Regarding claim 30, the rejection of claim 29 also discloses using a camera. 

Regarding claim 31 , the rejection of claim 26 disclsoes that the diagnosis is done 
by the microprocessor on the computer. 

Regarding claim 32, please see the rejection of claim 25 and also see Smith, 
column 9 lines 18-25 as it discloses treatment planning. 

Regarding claim 33, the rejection of claim 32 discloses that a camera is used. 

Regarding claim 34, the rejection of claim 31 discloses all aspects of claim 34. 

Regarding claims 43-44, the rejection of claim 9 discloses all aspects of claims 

43-44. 

6. Claim 16 is rejected under 35 USC 103 as being unpatentable over Smith in view 
of Qian as applied to claim 1 5 above an in further view of Chin et al. (4998972, referred 
to as "Chin" herein). 



Application/Control Number: 10/614,753 Page 10 

Art Unit: 2624 

Regarding claim 16, Smith and Qian disclose all aspects of claim 16 except they 
do not disclose that the apparatus being configured, after the running of a video 
sequence has been interrupted, to enable a new image to be acquired with the camera, 
the field of observation of the camera being displayed on the screen simultaneously with 
the image on which the sequence has been frozen. 

Chin discloses that the apparatus being configured, after the running of a video 
sequence has been interrupted, to enable a new image to be acquired with the camera, 
the field of observation of the camera being displayed on the screen simultaneously with 
the image on which the sequence has been frozen (see column 2 lines 16-32 as it 
discloses freezes or interrupting the previous image and then showing a new live image 
simultaneously with the old image. 

It would have been obvious at the time of the invention to one of ordinary skill in 
the art to include in Smith and Qian an multiple image viewing means as taught by Chin. 
The reason for the combination is because it allows the system to be more robust and 
lets the user diagnose a body typology in real time. See motivation by Chin in column 2 
lines 33-43. Further all inventions are from the same field of endeavor or medical 
imaging. 

7. Claims 35-42 are rejected under 35 USC 103(a) as being unpatentable over 
Smith in view of Qian in view of Kenet in further view of Gutkowicz-Krusin et al. 
6208749, referred to as "Krusin" herein). 

Regarding claims 35-36, the rejection of claims 27-28 disclose all aspects of 
claims 35 and 36 except they do not explicitly disclose judging hair. 
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Krusin discloses locating hair and other skin blotches (see column 12, line 58 to 
column 13 line 5 and column 14 lines 45-62 as it disclose finding skin conditions and the 
presence of hair in medical images). 

It would have been obvious to combine in Smith, Qian, and Kenet a hair and skin 
blotch locating means as taught by Krusin. The reason for the combination is because 
it makes for a more robust system that can locate and judge the locations of different 
body typology in order to give the operator more information. 

Regarding claims 37-42, the rejection of claims 35-36 also disclose all aspects of 
claims 37-42 as they disclose finding the conditions of the skin. 

Rejection 2 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Smith et al (6253210, referred to as "Smith" herein) in view of Bazin (7006657). 

Regarding claim 1 , Smith discloses an atlas with a plurality of images (figure 6, 

item 610, column 5 lines 4-16 discloses an atlas which has plurality of medical images. 

Each medical image shows a different view) 
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and at least one video sequence associated with at least one of the images of 
the atlas, said sequence comprising images expressing said characteristic (column 9 
lines 34-57 discloses associating a video with the atlas images). 

Smith does not explicitly disclose displaying different grades of the body 
typology. 

Bazin discloses displaying atlas images corresponding to different grades of at 
least one characteristic of body typology (see column 14 lines 42-60 displaying different 
grades of a body typology). 

It would have been obvious at the time of the invention to one of ordinary skill in 
the art to include in Smith a multiple image grades displaying means as taught by Bazin. 
The reason for the combination is because it allows the operator to make a selection of 
the body typology by comparing it against multiple expert images. 

Regarding claim 2, Smith discloses an atlas wherein the images of the atlas are 
electronic images suitable for being displayed on a screen (see figure 6 as it discloses 
displaying electronic images on a screen). 

Regarding claim 3, Smith discloses displaying the images simultaneously on a 
screen (figure 6 of Smith discloses displaying at least 4 images from an atlas). 

Regarding claim 4, Smith discloses that a fraction only of the images of the atlas 
is displayed simultaneously on a screen (column 9 lines 45-55 disclose that only images 
of the putamen are shown if the operator selects the putamen. The atlas has many 
images related to many medical images). 
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Regarding claim 5, Smith discloses that at least one image of the atlas is 
displayed on a screen, and wherein the atlas is configured in such a manner that acting 
on a cursor enables the displayed image to be replaced by another image of the atlas 
(see column 6 line 56 to column 7 line 30 and column 9 lines 48-57 discloses that a 
user is able to select an image and that image is replaced by another image or a 
sequence of images which makes a video). 

Regarding claim 6, Smith discloses that the images of the atlas are generated by 
morphing (see figures 3 and 4 and column 7 lines 3-37 discloses that images or 
morphed to fit patient data in the mapping engine). 

Regarding claim 7, Smith discloses including action buttons associated with the 
respective images of the atlas and enabling display of the corresponding video 
sequence to be triggered (see column 9 line 53 as it discloses a "play movie" button). 

Regarding claim 8, the examiner takes official notice that it would have been 
exceedingly obvious at the time of the invention to one of ordinary skill in the art at the 
time of the invention to include in Smith in view of Bazin a means to associate audio to 
the video clips. The reason for the combination is because it makes for a more robust 
system that can play audio titles of the video clips and promote a better user interface. 
Also, please note that Smith already discloses audio and video clips in an atlas in 
column 5 lines 5-7. 

9. Claims 9-15, 17-34, 43-44 are rejected under 35 USC 103(a) as being 
unpatentable over Smith n view of Bazin as applied to claim 1 above and in further view 
of Kenet et al. (5016173, referred to as "Kenet" herein). 
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Regarding claim 9, the rejection of claim 1 discloses all aspects of claim 9 except 
it does not explicitly disclose using a camera to acquire an image. 

Kenet discloses using a camera to capture an image (column 9 lines 40-63, 
disclose using a camera). 

It would have been obvious at the time of the invention to one of ordinary skill in 
the art to include in Smith and Bazin a camera to acquire images as taught by Kenet. 
The reason for the combination is because a camera is the most common device used 
to acquire images. Further, both Smith and Bazin disclose using electronic images. 

Regarding claim 10, Kenet discloses using different magnifications (see column 9 
lines 49-63). 

Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Smith in 
view of Qian in view of Kenet. 

Kenet discloses a magnification means on a camera. 

Kenet does not disclose expressly a magnification factor greater than equal to 20 

or 160. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to specify the magnification factor. Applicant has not disclosed that 
specifying the magnification provides an advantage, is used for a particular purpose or 
solves a stated problem. One of ordinary skill in the art, furthermore, would have 
expected Applicant's invention to perform equally well with any magnification level 
because the exact magnification does not alter the overall functionality of the system. 
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Therefore, it would have been obvious to combine to one of ordinary skill in this 
art to modify the magnification level of Kenet to obtain the invention as specified in claim 
11. 

Regarding claim 12, the examiner takes official notice that it would have been 
exceedingly obvious at the time of the invention to one of ordinary skill in the art to 
include in the combination of Smith, Bazin and Kenet a push button that freezes an 
image. The reason is because Smith already discloses a buttons that are used to play 
video and it is very well known to have a button that results in an image being 
displayed. 

Regarding claim 13, please see figure 2, item 245 of Smith as it discloses a 
microprocessor. 

Claim14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Smith in 
view of Bazin in view of Kenet. 

Smith discloses a video displaying means. 

Smith does not disclose expressly disclose that the video will last for 5 seconds. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to set the exact time length for the video to be displayed. Applicant has 
not disclosed that displaying the video for 5 seconds provides an advantage, is used for 
a particular purpose or solves a stated problem. One of ordinary skill in the art, 
furthermore, would have expected Applicant's invention to perform equally well with any 
time frame because the duration of video clip does not alter the overall functionality of 
the invention. 
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Therefore, it would have been obvious to combine to one of ordinary skill in this 
art to modify the duration of the video of Smith to obtain the invention as specified in 
claim 14. 

Regarding claim 15, Smith discloses a computer and any computer has a means 
of being turned off. Therefore, the user can interrupt the video by turning off the 
computer. 

Regarding claim 17, Kenet discloses an illumination means (see column 6 lines 

23-29) 

Regarding claim 18, Kenet discloses that the lighting can be selected between 
lighting of the following types: UV, IR, or visible light (see column 6 liens 2-23 as 
discloses IR and visible light). 

Regarding claims 19 and 20, the rejection of claim 10 discloses that the image 
does not have to be magnified and if the image is not magnified then the image display 
will be similar to the image coming from the camera. Also, the images are always 
associated with the images coming from the camera because the camera takes the 
images. 

Regarding claim 21 , the examiner notes that all images are frozen images. Non- 
frozen images are commonly referred to as video. 

Regarding claim 22, the examiner notes that the digital camera used by Kemet is 
capable of measuring many color magnitudes because all camera must be able to 
measure many color magnitudes. 
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Regarding claim 23, the examiner notes that a camera must be able to measure 
skin color in order to produce a quality image. 

Regarding claim 24, Kenet discloses a printer in column 5 lines 5-9. 

Regarding claim 25, Smith discloses that the processor means are configured to 
establish a diagnosis on the basis of at least one image selected from the atlas (see 
column 9 lines 2-33 as it discloses diagnostic means). 

Regarding claim 26, Smith discloses that all the information is sent to a remote 
point which is a computer. 

Regarding claims 27 and 28, Smith discloses using an atlas and diagnosing the 
type of body typology in the rejection of claim 25. 

Regarding claim 29, please see the rejection of claim 25 as it discloses all 
aspects of claim 29. 

Regarding claim 30, the rejection of claim 29 also discloses using a camera. 

Regarding claim 31 , the rejection of claim 26 disclsoes that the diagnosis is done 
by the microprocessor on the computer. 

Regarding claim 32, please see the rejection of claim 25 and also see Smith, 
column 9 lines 18-25 as it discloses treatment planning. 

Regarding claim 33, the rejection of claim 32 discloses that a camera is used. 

Regarding claim 34, the rejection of claim 31 discloses all aspects of claim 34. 

Regarding claims 43-44, the rejection of claim 9 discloses all aspects of claims 

43-44. 
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10. Claim 16 is rejected under 35 USC 103 as being unpatentable over Smith in view 
of Qian as applied to claim 15 above an in further view of Chin et al. (4998972, referred 
to as "Chin" herein). 

Regarding claim 16, Smith and Bazin disclose all aspects of claim 16 except they 
do not disclose that the apparatus being configured, after the running of a video 
sequence has been interrupted, to enable a new image to be acquired with the camera, 
the field of observation of the camera being displayed on the screen simultaneously with 
the image on which the sequence has been frozen. 

Chin discloses that the apparatus being configured, after the running of a video 
sequence has been interrupted, to enable a new image to be acquired with the camera, 
the field of observation of the camera being displayed on the screen simultaneously with 
the image on which the sequence has been frozen (see column 2 lines 16-32 as it 
discloses freezes or interrupting the previous image and then showing a new live image 
simultaneously with the old image. 

It would have been obvious at the time of the invention to one of ordinary skill in 
the art to include in Smith and Bazin an multiple image viewing means as taught by 
Chin. The reason for the combination is because it allows the system to be more robust 
and lets the user diagnose a body typology in real time. See motivation by Chin in 
column 2 lines 33-43. Further all inventions are from the same field of endeavor or 
medical imaging. 
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1 1 . Claims 35-42 are rejected under 35 USC 103(a) as being unpatentable over 
Smith in view of Bazin in view of Kenet in further view of Gutkowicz-Krusin et al. 
6208749, referred to as "Krusin" herein). 

Regarding claims 35-36, the rejection of claims 27-28 disclose all aspects of 
claims 35 and 36 except they do not explicitly disclose judging hair. 

Krusin discloses locating hair and other skin blotches (see column 12, line 58 to 
column 13 line 5 and column 14 lines 45-62 as it disclose finding skin conditions and the 
presence of hair in medical images). 

It would have been obvious to combine in Smith, Bazin, and Kenet a hair and 
skin blotch locating means as taught by Krusin. The reason for the combination is 
because it makes for a more robust system that can locate and judge the locations of 
different body typology in order to give the operator more information. Also please note 
that Bazin discloses many body typologies in column 11 lines 51-59. 

Regarding claims 37-42, the rejection of claims 35-36 also disclose all aspects of 
claims 37-42 as they disclose finding the conditions of the skin. 

Rejection 3 
Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
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from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



12. Claim 1-8 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 157 of U.S. Patent No. 7006657 in view of 
Smith. 

Regarding claim 1, Patent 7006657 discloses an atlas with a plurality of images 
(see the last sentence of claim 157) 

different grades of the body typology (see the second paragraph of claim 157, 
from which claim 157 depends. 

Patent 7006657 does not explicitly disclose using a video. 

Smith discloses at least one video sequence associated with at least one of the 
images of the atlas, said sequence comprising images expressing said characteristic 
(column 9 lines 34-57 discloses associating a video with the atlas images). 

It would have been obvious at the time of the invention to one of ordinary skill in 
the art to include in Patent 7006657 a video means as taught by Smith. The reason for 
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the combination is because it allows the operator to make a selection of the body 
typology by comparing it against a video to give a better perspective. 
Regarding claim 2, claim 7 of Patent 7006657 discloses an atlas wherein the images of 
the atlas are electronic images suitable for being displayed on a screen. 

Regarding claim 3, Smith discloses displaying the images simultaneously on a 
screen (figure 6 of Smith discloses displaying at least 4 images from an atlas). 

Regarding claim 4, Smith discloses that a fraction only of the images of the atlas 
is displayed simultaneously on a screen (column 9 lines 45-55 disclose that only images 
of the putamen are shown if the operator selects the putamen. The atlas has many 
images related to many medical images). 

Regarding claim 5, Smith discloses that at least one image of the atlas is 
displayed on a screen, and wherein the atlas is configured in such a manner that acting 
on a cursor enables the displayed image to be replaced by another image of the atlas 
(see column 6 line 56 to column 7 line 30 and column 9 lines 48-57 discloses that a 
user is able to select an image and that image is replaced by another image or a 
sequence of images which makes a video). 

Regarding claim 6, claim 159 of Patent 7006657 discloses that the images of the 
atlas are generated by morphing. 

Regarding claim 7, Smith discloses including action buttons associated with the 
respective images of the atlas and enabling display of the corresponding video 
sequence to be triggered (see column 9 line 53 as it discloses a "play movie" button). 
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Regarding claim 8, the examiner takes official notice that it would have been 
exceedingly obvious at the time of the invention to one of ordinary skill in the art at the 
time of the invention to include in Smith in view of Qian a means to associate audio to 
the video clips. The reason for the combination is because it makes for a more robust 
system that can play audio titles of the video clips and promote a better user interface. 
Also, please note that Smith already discloses audio and video clips in an atlas in 
column 5 lines 5-7. 

13. Claims 9-1 5, 1 7-34, 43-44 are rejected under 35 USC 1 03(a) as being 
unpatentable over Smith n view of Patent 7006657 as applied to claim 1 above and in 
further view of Kenet et al. (5016173, referred to as "Kenet" herein). 

Regarding claim 9, the rejection of claim 1 discloses all aspects of claim 9 except 
it does not explicitly disclose using a camera to acquire an image. 

Kenet discloses using a camera to capture an image (column 9 lines 40-63, 
disclose using a camera). 

It would have been obvious at the time of the invention to one of ordinary skill in 
the art to include in Smith and Patent 7006657 a camera to acquire images as taught by 
Kenet. The reason for the combination is because a camera is the most common 
device used to acquire images. Further, both Smith and Patent 7006657 disclose using 
electronic images. 

Regarding claim 10, Kenet discloses using different magnifications (see column 9 
lines 49-63). 
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Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Smith in 
view of Patent 7006657 in view of Kenet. 

Kenet discloses a magnification means on a camera. 

Kenet does not disclose expressly a magnification factor greater than equal to 20 

or 160. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to specify the magnification factor. Applicant has not disclosed that 
specifying the magnification provides an advantage, is used for a particular purpose or 
solves a stated problem. One of ordinary skill in the art, furthermore, would have 
expected Applicant's invention to perform equally well with any magnification level 
because the exact magnification does not alter the overall functionality of the system. 

Therefore, it would have been obvious to combine to one of ordinary skill in this 
art to modify the magnification level of Kenet to obtain the invention as specified in claim 
11. 

Regarding claim 12, the examiner takes official notice that it would have been 
exceedingly obvious at the time of the invention to one of ordinary skill in the art to 
include in the combination of Smith, Patent 7006657 and Kenet a push button that 
freezes an image. The reason is because Smith already discloses a buttons that are 
used to play video and it is very well known to have a button that results in an image 
being displayed. 

Regarding claim 13, please see figure 2, item 245 of Smith as it discloses a 
microprocessor. 
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Claim14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Smith in 
view of Patent 7006657 in view of Kenet. 

Smith discloses a video displaying means. 

Smith does not disclose expressly disclose that the video will last for 5 seconds. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to set the exact time length for the video to be displayed. Applicant has 
not disclosed that displaying the video for 5 seconds provides an advantage, is used for 
a particular purpose or solves a stated problem. One of ordinary skill in the art, 
furthermore, would have expected Applicant's invention to perform equally well with any 
time frame because the duration of video clip does not alter the overall functionality of 
the invention. 

Therefore, it would have been obvious to combine to one of ordinary skill in this 
art to modify the duration of the video of Smith to obtain the invention as specified in 
claim 14. 

Regarding claim 15, Smith discloses a computer and any computer has a means 
of being turned off. Therefore, the user can interrupt the video by turning off the 
computer. 

Regarding claim 17, Kenet discloses an illumination means (see column 6 lines 

23-29) 

Regarding claim 18, Kenet discloses that the lighting can be selected between 
lighting of the following types: UV, IR, or visible light (see column 6 liens 2-23 as 
discloses IR and visible light). 
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Regarding claims 19 and 20, the rejection of claim 10 discloses that the image 
does not have to be magnified and if the image is not magnified then the image display 
will be similar to the image coming from the camera. Also, the images are always 
associated with the images coming from the camera because the camera takes the 
images. 

Regarding claim 21 , the examiner notes that all images are frozen images. Non- 
frozen images are commonly referred to as video. 

Regarding claim 22, the examiner notes that the digital camera used by Kemet is 
capable of measuring many color magnitudes because all camera must be able to 
measure many color magnitudes. 

Regarding claim 23, the examiner notes that a camera must be able to measure 
skin color in order to produce a quality image. 

Regarding claim 24, Kenet discloses a printer in column 5 lines 5-9. 

Regarding claim 25, Smith discloses that the processor means are configured to 
establish a diagnosis on the basis of at least one image selected from the atlas (see 
column 9 lines 2-33 as it discloses diagnostic means). 

Regarding claim 26, Smith discloses that all the information is sent to a remote 
point which is a computer. 

Regarding claims 27 and 28, Smith discloses using an atlas and diagnosing the 
type of body typology in the rejection of claim 25. 

Regarding claim 29, please see the rejection of claim 25 as it discloses all 
aspects of claim 29. 
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Regarding claim 30, the rejection of claim 29 also discloses using a camera. 

Regarding claim 31 , the rejection of claim 26 disclsoes that the diagnosis is done 
by the microprocessor on the computer. 

Regarding claim 32, please see the rejection of claim 25 and also see Smith, 
column 9 lines 18-25 as it discloses treatment planning. 

Regarding claim 33, the rejection of claim 32 discloses that a camera is used. 

Regarding claim 34, the rejection of claim 31 discloses all aspects of claim 34. 

Regarding claims 43-44, the rejection of claim 9 discloses all aspects of claims 

43-44. 

14. Claim 16 is rejected under 35 USC 103 as being unpatentable over Smith in view 
of Patent 7006657 as applied to claim 15 above an in further view of Chin et al. 
(4998972, referred to as "Chin" herein). 

Regarding claim 16, Smith and Patent 7006657 disclose all aspects of claim 16 
except they do not disclose that the apparatus being configured, after the running of a 
video sequence has been interrupted, to enable a new image to be acquired with the 
camera, the field of observation of the camera being displayed on the screen 
simultaneously with the image on which the sequence has been frozen. 

Chin discloses that the apparatus being configured, after the running of a video 
sequence has been interrupted, to enable a new image to be acquired with the camera, 
the field of observation of the camera being displayed on the screen simultaneously with 
the image on which the sequence has been frozen (see column 2 lines 16-32 as it 
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discloses freezes or interrupting the previous image and then showing a new live image 
simultaneously with the old image. 

It would have been obvious at the time of the invention to one of ordinary skill in 
the art to include in Smith and Qian an multiple image viewing means as taught by Chin. 
The reason for the combination is because it allows the system to be more robust and 
lets the user diagnose a body typology in real time. See motivation by Chin in column 2 
lines 33-43. Further all inventions are from the same field of endeavor or medical 
imaging. 

Regarding claims 35-42, Claim 36 Patent 7006657 discloses all aspects of 
claims 35-42. 

Conclusion 

1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hadi Akhavannik whose telephone number is 571-272- 
8622. The examiner can normally be reached on 10:30-7:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Mancuso can be reached on (571)272-7695. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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